THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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ON BRI EF

Bef ore BARRETT, RUGAE ERO and LEVY, Admi nistrative Patent
Judges.

RUGE ERO, Adnini strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on the appeal fromthe final rejection
of clainms 16-25. Cains 1-15 and 26-54 have been cancel ed.

An anmendnment after final rejection filed July 22, 1996 was
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deni ed entry by the Exani ner.
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The di sclosed invention relates to an interconnect
structure for electrically connecting an infrared detector to
external circuitry. Mre particularly, the interconnect
structure includes alternating |layers of insulating and
conductive materials with vias forned in the insulating | ayers
to provide electrical connections between the conductive
| ayers and bond pad term nations. At page 7 of the
specification, Appellants indicate that once the fornation of
the interconnect structure is conplete, it can be renoved from
the processing substrate to provide a freestandi ng
i nt erconnect .

Claim16 is illustrative of the invention and reads as
foll ows:

16. A freestanding interconnect conprising:

(a) a freestanding first electrically insulating |ayer
previously fornmed on a substrate, said first |ayer being of a
mat eri al having a coefficient of thermal expansion

substantially the sane as said substrate;

(b) an electrically conductive pattern on said first
electrically insulating |ayer;

(c) a second electrically insulating |ayer of materi al
having the same thernmal properties as said first |ayer and
adherent to said first |ayer; and
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(d) vias disposed in said second | ayer extending to said
pattern having an electrically conductive naterial therein
extending to said pattern.
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The Examiner relies on the followng prior art:

Wat anabe et al. (WAtanabe) 4,920, 406 Apr. 24,
1990
Hor nbeck 5,021, 663 Jun. 04,
1991

Clains 16-25 stand finally rejected under 35 U.S.C. § 103
as bei ng unpat ent abl e over Hornbeck in view of \Watanabe.

Rat her than reiterate the argunents of Appellants and the
Exam ner, reference is made to the Briefs® and Answer for the
respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejection advanced by the Exam ner and the
evi dence of obviousness relied upon by the Exam ner as support
for the rejection. W have, |likew se, reviewed and taken into
consideration, in reaching our decision, Appellants’ argunents
set forth in the Briefs along with the Examner’s rationale in
support of the rejection and argunents in rebuttal set forth

in the Exam ner’s Answer.

'The Appeal Brief was filed August 16, 1996. In response
to the Exam ner’s Answer dated Decenber 13, 1996, a Reply
Brief was filed January 14, 1997 which was acknow edged and
entered by the Exam ner w thout further comment on January 28,
1997.
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It is our view, after consideration of the record before
us, that the evidence relied upon and the level of skill in

t he
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particular art woul d not have suggested to one of ordinary
skill in the art the obviousness of the invention as set forth
in clainms 16-25. Accordingly, we reverse.

In rejecting clains under 35 U . S.C. § 103, it is
i ncunbent upon the Exam ner to establish a factual basis to

support the |l egal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USP@d 1596, 1598 (Fed. Cir. 1988). 1In
so
doi ng, the Exami ner is expected to nmake the factual

determ nations set forth in G ahamv. John Deere Co., 383 U S

1

17, 148 USPQ 459, 467 (1966), and to provide a reason why one
having ordinary skill in the pertinent art would have been | ed
to

nodi fy the prior art or to conbine prior art references to
arrive

at the clained invention. Such reason nust stem from some

t eachi ng, suggestion or inplication in the prior art as a
whol e

or know edge generally available to one having ordinary skill
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in

the art. Uniroval Inc. v. Rudkin-WIley Corp., 837 F.2d 1044,

1051, 5 USPQ2d 1434, 1438 (Fed. GCr.), cert. denied, 488 U S.

825

(1988); Ashland G1l, Inc. v. Delta Resins & Refractories

| nc. ,

776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. Gr. 1985), cert.

denied, 475 U. S. 1017 (1986); ACS Hospital Systens, Inc. v.

Montefiore Hospital, 732 F.2d 1572, 1577, 221 USPQ 929, 933
( Fed.
Cir. 1984). These showi ngs by the Exam ner are an essenti al
part

of conplying with the burden of presenting a prima facie case

of

obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445, 24

usPQd
1443, 1444 (Fed. Cir. 1992).

After careful review of the applied art in light of the
argunents of record, it is our view that the Exam ner has not

established a prima facie case of obviousness. |n addressing
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t he | anguage of appeal ed i ndependent claim 16, the Exani ner
points to insulating layers 190, 196 in Hornbeck as
corresponding to the clained first and second insul ating
layers. In making this assertion, the Exam ner (Answer, page
5) has disregarded the claimlanguage “a freestanding first
electrically insulating |ayer previously forned on a
substrate”, contending that, as a product-by-process
[imtation, it is not entitled to be given weight in
determ ning patentability of a claimto a final product. W
note that the Examner is correct to the extent that, often,
inaclaimdrawn to structure, the process by which el enents
of the end structure are nmade woul d not be considered
limting. It is equally true, however, that clai mlanguage
cannot be considered in isolation but, rather, nust be
interpreted in the context of the claimas a whole. 1In the
| anguage of present appeal ed claim 16, the product-by-process
[imtation discussed above is followed by the clause:

said first layer being of a material having a

coefficient of thermal expansion substantially

the sane as said substrate;

Thi s | anguage, by reference to the substrate, serves to limt



Appeal No. 1997-1530
Appl i cation 08/485, 198

the structure of the first electrically insulating |layer. Qur
review of the Hornbeck and Watanabe references reveals no
“first electrically insulating |ayer” which would neet the
specific limtations set forth in claiml16.

Simlarly, we find no disclosure in Hornbeck, or for that
matter in Watanabe, which would neet the clainmed requirenment
of a second electrically insulating |ayer which is “adherent
to said first layer.” W do note that the insulating |ayers
190, 196 in Hornbeck, referred to by the Exami ner, are shown
as adhering to each other over at |east a portion of their
length in the illustration in Hornbeck’s Figure 8g. However,
it is apparent fromthe disclosure of Hornbeck that, in the
formation of the final infrared detector structure in which
the resistor stack 144 is suspended over the substrate 142,
the insulating layer 196 is renoved. W refer to columm 10,
[ines 9-12 of Hornbeck which states:

Plasma ash [sic, etch] the third and fourth
phot or esi st | ayers 204 and 208 together with the
pol yi mi de | ayer
196. This conpletes the chips except for bonding
and packagi ng.

It is our opinion that, absent any |ine of reasoning on the

10
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record by the Exami ner that any intermedi ate structure

produced by the process steps in Hornbeck shoul d be consi dered

in

11
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addressing the clainmed structure, no adhering insulating
| ayers exist in the infrared detector disclosure of Hornbeck.

As a final commentary, we have revi ewed the Wat anabe
reference offered by the Exam ner in conbination with Hornbeck
as the basis for the obvious rejection. W find nothing in
Wat anabe which adds to the disclosure of Hornbeck nor anything
whi ch woul d overcone the deficiencies of Hornbeck di scussed
supra. It is our view that, even assum ng arguendo that the
references could be conbi ned as suggested by the Exam ner, any
resulting conbination would fall well short of the specific
requi renents set forth in the clainms on appeal.

Since all of the claimlimtations are not taught or
suggested by the applied prior art, it is our opinion that the

Exam ner has not established a prima facie case of obvi ousness

with respect to the clains on appeal. Accordingly, we do not
sustain the Examner’s 35 U S.C. 8§ 103 rejection of

i ndependent

12
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claim 16, nor of clains 17-25 dependent thereon.

Ther ef or e,

the Exam ner’s decision rejecting clains 16-25 is reversed.

| NTERFERENCES

REVERSED

LEE E. BARRETT
Adm ni strative Patent Judge

JOSEPH F. RUGGE ERO

Adm ni strative Patent Judge

STUART S. LEVY

Adm ni strative Patent Judge
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